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REMARKS 

Restriction has been required to one of the inventions described in the Action as 
follows: 

I. Claims 1 -3 , drawn to a substantially halogen-free epoxy resin with phosphorus 
formulation suitable for coating or impregnating a substrate, classified in class 252, subclass 
608. 

II. Claims 4-12, drawn to products impregnated and/or coated with the 
formulation, a composition classified in class 442, subclass 141. 

III. Claims 13-18, drawn to a method of forming the products impregnated and/or 
coated with the formulation, class 156, subclass 307.7. 

Applicants respectfully traverse this requirement. As pointed out in MPEP 803, 

second paragraph: 

If the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the merits, even 
though it includes claims to independent or distinct inventions. 

[Emphasis added] 

As indicated in the Action, there are only 1 8 claims in the case the vast majority of which are 
dependent claims, and there are only three relevant subclasses involved. It does not appear 
that under such circumstances there would be a "serious burden" to examine all 1 8 claims in 
this application. 

Moreover, the filing fee paid in this application includes money for conducting a 

search of reasonable scope. As stated in 37 CFR 1.104(a)(1): 

On taking up an application for examination . . . the examiner shall 
make a thorough study thereof and shall make a thorough investigation 
of the available prior art relating to the subject matter of the claimed invention. 
The examination shall be complete with respect both to compliance of the 
application . . . with the applicable statutes and rules and to the patentability 
of the invention as claimed, as well as with respect ot matters of form, unless 
otherwise indicated. 

[Emphasis added] 

With all due respect, an examination, say, of three claims with only one independent claim 
and one subclass to search does not appear to comply with the requirements of "a thorough 
study" or "a thorough investigation" or a complete examination, all as set forth in the Code 
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of Federal Regulations, and as paid for on behalf of the Applicants. Further, it is Applicants' 
understanding that electronic searching capabilities have been made available to the 
Examining Corps for search purposes and thus laborious manual searching is no longer 
required. 

Accordingly, Applicants respectfully request reconsideration and withdrawal of the 
requirement for restriction and an examination on the merits of the 1 8 claims in the case. 

In order to be fully responsive Applicants provisionally elect with traverse the 
invention as set forth in Group I, i.e., Claims 1-3. 

Favorable Action is solicited. If matters remain requiring further consideration that 
may be expedited by discussion, the Examiner is requested to telephone the undersigned at 
the number given below so that such matters may be discussed and, if possible, promptly 
resolved. 



Please continue to address correspondence in this application to Mr. Spielman at the 
address of record. 




Johh F. Sieberth 
Reg. No. 17,704 
SIEBERTH & PATTY, L.L.C. 
4703 Bluebonnet Blvd. 
Baton Rouge, LA 70809 



Telephone: (225) 291-4600 
Facsimile: (225)291-4606 



3 



